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BURNS DQANE SWECKER & MATH 15 LLP 
ATTORNEYS AT LAW 



ALEXANDRIA, VIRGINIA 

Redwood Shores, California 
Durham. North Carolina 



MESSAGE; 

Dear Examiner Whisenant, 

Further to your conversation earlier today with Chailee Mann-Stadt, attached please find copies of the Response 
to Restriction Requirement Transmittal Letter and Response to Restriction Requirement filed (n the U.S. Patent 
and Trademark Office on December 16, 2002. A copy of the PTO-stamped postcard receipt evidencing that the 
documents were received by the U.S. PTO on December 16 T 2002 is also attached. 

Should you have any questions, please do not hesitate to contact us* 
Very truly yours, 




Deborah H. Yi 
Reg, No. 45,904 



NOTE: The information contained in this facsimile massage is attorney-cliant privileged and contains confidential 
Information intended only for the us f th paroon(s) nam d abov and others expressly authorized to receive 
it- J* you ar n t the intended recipient, you are hereby notified that any dissemination, distribution or copying 
of this message is prohibited and y u are ask d t n tify us immediately by telephone and to return this message 
t us by mail without copying It. 



Any questions regarding compatlrjiHiy «h Uld be directed t 
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Inventor: Hans Konrad SCHACKERT etal. Ap^rmTQQimM. Filing Date: September 17,-2001 
racket No.: M?fi27-025 WorkAttv.: TSR/DHY;eks Date: December 16, 2002 



The following was/were received In the U.S, Patent and Trademark Office on the date stamped hereon; 



n 

□ 



D 



o 



Amendment or Response 

Preliminary Amendment 

Response to Restriction Requirement 
Transmittal Letter 

Petition for w Month Extension of Time 

Submission of Formal Drawings w/_ sheet(s) 
of drawings (Fig(s).1 -J 

Request far Approval of Drawing Changes 
w/„ sheet(s) of red ink drawings 

Notice of Appeal 

Brief for Appellant 

Request for Oral Hearing 



□ Terminal Disclaimer^ Certificate Under 37 C.RR. 
§ 373(b) 

□ Transmittal Letter for Missing Parts of Application 

□ Executed Declaration/Power of Attorney 

□ Assignment/Assignment Recordation Form Cover Sheet 
(PTO-1595) 

□ Claim for Convention Priority w/_ certified copy(s) 
n Information Disclosure Statement w/_ document(s) 

□ Information Disclosure Citation {PTCM449) 

□ Information Disclosure Statement Transmittal Letter 

□ Request for Corrected Notice of Recordation of. 
Assignment w/copy of Notice 

□ Request for Continued Examination 



Response to Restriction Requirement or 
Election of Species 



□ Check for is enclosed 

□ Check for is enclosed 

□ Charge$ to Deposit Account 

□ Issue Fee Transmittal 

□ Payment ot Issue Fee and Authorisation to 
charge Deposit Account 

□ Request for Refund 

□ Status Inquiry 

□ Request for Corrected Filing Receipt w/copy 
of Official Filing Receipt 

□ 
□ 
P 



(10/00) 




*7 
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Patent 

Attorney's Docket No. M 2627-025 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Patent Application of 



Group Art Unit: 1634 
Examiner: Ethan C. Whisenanl 
Confirmation No.: 8967 



Hans Konrad SCHACKERT et aL 

Application No.: 09/936,738 

Filed: September 17, 2001 

For: METHOD FOR IDENTIFYING 
ORGANISMS BY MEANS OF 
COMPARATIVE GENETIC ANALYSIS 
AND PRIMERS AND HYBRIDIZATION 
PROBES FOR CARRYING OUT THIS 
METHOD 



RESPONSE TO RESTRICTION REQUIREMENT TRANSMITTAL LETTER 

Assistant Commissioner for Patents * . 

Washington, D.C, 20231 

Sir: 

Enclosed is a Response to Restriction Requirement for the above-identified patent application. 
[ ] A Petition for Extension of Time is also enclosed. 

[ ] A Terminal Disclaimer and a check for [ ] $55.00 (2S14) [ ] $110,00 (1814) to cover the 
requisite Government fee are also enclosed. 



[ ] Also enclosed is , 



[ ] Small entity status is hereby claimed* 

[ ] Applicants) request continued examination under 37 C.F.R. § L 114 and enclose the 
[ ] $370.00 (2S01) [ ] $740*00 (1801) fee due under 37 C.F.R, § L 17(e). 

[ ] Applicants) previously submitted on , for which continued examination is 

requested. 

[ ] Applicant(s) request suspension of action by the Office until at least _ which does not 
exceed three months from the filing of this RCE f in accordance with 37 C.F.R. 
§ 1.103(c). The required fee under 37 C.F.R. § l,17(i) is enclosed, 

[ ] A Request for Entry and Consideration of Submission under 37 C.F.R. § 1 . 129(a) 
(146/246) is also enclosed. 



(10/02) 
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pq No additional claim fee is required. 

[ ] An additional claim fee is required, and is calculated as shown below: 







No. Of 
Claims 


Highest No, 
Of Claims 

previously 
Paid for 


Extra 

Claims 


Rate 


ADDT'L 

Fee 


Total Claims 




MINUS = 




X $18.00 (1202) - 




Independent Claims 




MINUS = 




X $84.00 (1201) ~ 




If Amendment adds multiple dependent claims, add $280,00 (1203) 




Total Amendment Fee 




If small entity status is claimed, subtract 50 % of Total Amendment Fee 




TOTAL :ADDIJItS^^'^E ! DUE 







[ ] A claim fee in the amount of $ is enclosed. 

[ ] Charge $ to Deposit Account No, 02-4800. 

The Commissioner is hereby authorized to charge any appropriate fees under 37 C.F.R. 
§§ 1, 16, 1.17, 1, 20(d) and 1,21 that may be required by this paper, and to credit any overpayment, 
to Deposit Account No. 02-4800. This paper is submitted in duplicate. 

Respectfully submitted, 

BUHNS, DOANE, SWECKER & MATHlS, L.L.P. 




Registration No, 45,904 

P.O. Box 1404 

Alexandria, Virginia 22313-1404 
(703) 836-6620 

Date; December 16, 2002 



(10/02) 
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Patent 

Attorney's Docket No, 012627-Q2S 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 

Hans Konrad SCHACKERT et at. 

Application No.: 09/936*738 

Filed: September 17, 2001 

For; METHOD FOR IDENTIFYING 
ORGANISMS BY MEANS OF 
COMPARATIVE GENETIC 
ANALYSIS AND PRIMERS AND 
HYBRIDIZATION PROBES FOR 
CARRYING OUT THIS METHOD 

imsnPONSK TO OTmirnON REQUIREMENT 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

This Response to Restriction Requirement is in complete response to the Official 
Action (Restriction Requirement) mailed on November 14, 2002 (Paper No. 14). This 
response is timely filed by the December 16, 2002 due date (December 14 and 15, 2002 
were a Saturday and a Sunday * respectively). 

Applicants hereby elect with traverse the claims of Group I (Claims 1-18 and 27- 
31), which are drawn to a method of identifying organisms by comparative genetic 
analysis. 

Unity of invention is fulfilled only when there is a technical relationship among 
those inventions involving one or more of the same or corresponding special technical 



Group Art Unit: 1634 
Examiner; Ethan C. Whisenant 
Confirmation No,: 8967 
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features. 37 C F.R. § 1.475. The expression "special technical features" shall mean those 
technical features that define a contribution which each of the claimed inventions, 
considered as a whole, makes over the prior art. Id. 

Applicants submit that in contrast to Jensen et al (U,S. Patent No. 5,753,467) and 
Rogan et al. (U.S. Patent No, 5,849,492), the present invention uses the highly conserved 
PTEN gene. The present invention describes highly conserved primer sequences in exons 
and introns of PTEN for amplification of homologous genes of PTEN in various animal 
species. In addition, the inventors used this approach based on the primers described to 
identify novel sequences of these animals. The inventors describe a new function and use 
of these primers and sequences, such as amplification of unknown sequences of various 
animal species. This approach is suitable for all methods available for DNA analysis and 
obtains data for taxonomic assignment of unknown species. Thus, it is not proper to 
consider each oligonucleotide primer as separate invention* They work together to identify 
and characterize various animal species. In fact, the whole PTEN gene (exans and introns) 
is highly conserved during evolution since it has important functions during embryogenesis 
and in the homeostasis of the adult organism which need the whole PTEN gene. Thus, it 
has to be considered in its function and degree of conservation as one unit und is in the sum 
of its exons highly conserved. Furthermore, the cDNA of this gene (the sum of its exons 
without introns) is be considered as unit. On the genomic level, it is often not possible to 
amplify all exons in one PGR in view of its size (PTEN/MMAC1 comprises 102,000 base 
pairs)* Thus, the testing of the individual exons requires more than one PGR. Because the 
s use of only one exon is not enough to determine the species of an animal, it is necessary to 
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test more than one exon, i.e. a combination of extras and introns (as recited in claims 10-14 
and 32-37), 

Furthermore, the cDNA is used in the present invention for animal species 
determination purposes. When creating a biochip all exons and the 5' and 3 1 untranslated 
region of the gene will be used and, in addition, may serve as internal controls. Thus, 
Applicants note that dividing the invention into the single exons and/or introns will destroy 
the approach of the invention, which is to make animal species identification. This species 
identification is only possible by combining the information obtained hv analysis of several 
exong or introns . Thus, as the exons and introns of the present invention are used together 
to result in the claimed invention, Applicants submit that all of the claims share one 
technical feature, as required under the unity of invention requirement, If they did not 
share at least one technical feature, they would not be able to work together to achieve the 
claimed invention. 

As Applicants have traversed the rejection, Applicants note for the record the 
following regarding the instant restriction requirement. Under M,F.E.P. § 803, a 
restriction is proper if the subject matter can be restricted into one of two or more claimed 
inventions, and these inventions are either independent (M.P.E.P. § 806,04) or distinct 
(MLP.E.P. § 806.05)* However t the second element for a restriction requirement to be 
proper is that if the search and examination of an entire application can be made without 
serious burden, the examiner must examine it on the merits, even though it includes claims 
to independent and distinct inventions* Additionally, under M.P.EJP § 816, "[t]he 
, particular reasons relied on by the examiner for holding that the inventions as claimed are 
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either independent or distinct should be concisely stated, A mere statement of conclusion is 
inadequate. " Applicants submit that a serious burden to examine both groups of claims has 
not been adduced. 

Finally, if the Examiner will not rejoin all of the groups of claims, Applicants 
respectfully request the rejoinder of the claims of Group I with the claims of Group XIX 
(claims 46-47). These two Groups are closely related to each other and should not pursued 
in two different applications. 

Accordingly, for at least all of the reasons set forth above, withdrawal of the 
requirement for restriction is requested and believed to be in order. Further and favorable 
consideration of all the claims of record on the merits is respectfully requested. 

In the event that there are any questions relating to this Response to Restriction 
Requirement, or the application in general f it would be appreciated if the Examiner would 
telephone the undersigned attorney concerning such questions so that prosecution of this 
application may be expedited. 



Respectfully submitted, 



Burns* Doajne, Swecker & Mathis, L.L.P. 




P.O. Box 1404 

Alexandria, Virginia 22313-1404 
(703) 836-6620 



v Date; December 16, 2002 
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